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Detailed Action 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Amendments and Remarks filed December 29, 2008 have been entered and 
considered, but are not fully persuasive. Independent claims 1, 8 and 9 have been amended, and 
claim 14 has been added. No new matter has been introduced by way of the present 
amendments. Claims 1-14 remain. 

Response to Arguments 

2. Summary of Applicants ' Remarks 

Applicant's amendments have overcome the following rejections: 

• Claims 1-13, previously rejected under 35 USC § 103(a) as anticipated by Lee at al. 
(USPN 6,151,426) in view of Simske (USPN 6,674,901). 

Response to Applicants' Remarks: 

Regarding amended independent claims 1, 8 and 9, Applicant's amendments have 
necessitated the new grounds for rejection set forth hereinbelow. Specifically, Sheng (USPN 
6,753,982) is relied upon to teach the newly added limitations to the independent claims. 



Claim Rejections - 35 USC § 101 
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3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-8, 13 and 14 are rejected under 35 U.S.C. § 101 as not falling within one of the 
four statutory categories of invention. While the claims recite a series of steps or acts to be 
performed, a statutory "process" under 35 U.S.C. § 101 must: 

(1) be tied-to a particular machine or structure , or 

(2) transform underlying subject matter (such as a particular article or material) to a 
different state or thing, 

known as the "machine-or-transformation" test. See In re Bilski, 545 F.3d 943 USPQ2d 1385 
( Fed. Cir. 2008 ) (en banc). See also the January 7, 2009 memorandum issued by former Deputy 
Commissioner for Patent Examining Policy, John J. Love, titled Guidance for Examining 
■' s i lairns in view of In re Bilski (signed January 7, 2009) 1 under 35 U.S.C. § 101 . The 
instant claims neither transform underlying subject matter (i.e. a particular article) nor positively 
tie to particular machine or structure that accomplishes the claimed method steps, and therefore 
do not qualify as a statutory process. 

In order to be "tied-to" particular machine or structure, structure which performs or 
executes critical steps of the claimed method must be positively recited in a step or steps 
significant to the basic inventive concept. Structure in statements of intended use or purpose, 
whether in the claim or preamble, will not be sufficient. 

1 Link to the memo: 

or, from uspto.gov: Policy and Law->Patents-> Memorandum to the Examining Corps-> 
Guidance for Examining Process Claims in view of In re Bilski (signed January 7, 2009). 
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"[T]he involvement of the machine or transformation in the claimed process must not 
merely be insignificant extra-solution activity." Id at 24, (i.e. the structure must be significant to 
the basic inventive concept). Furthermore, the machine or structure must be positively recited in 
the claim, not implied by the claim. Structure will not be read from the specification into the 
claim. 

Instant independent claims 1 and 8 both recite a process that fails to specify structure that 
is significant to the basic inventive concept. That is, the "particular machine" tasked with 
performing the "pre-scanning" and "main scanning" steps is not recited. Hence, claims 1-8, 13 
and 14 are not tied-to a particular machine. Furthermore, the steps recited in the body of 
independent claims 1 and 8 do not necessarily require the use of a particular machine (i.e. 
nothing in the body of the independent claims requires an actual scanner or equivalent machine 
to perform the steps of the method). Therefore, claims 1-8, 13 and 14 fail the "machine" prong 
of the "machine-or-transformation" test. 

Furthermore, "an article" is not transformed into a different state or thing by any of the 
steps of claims 1-8, 13 and 14. The transformation prong of the Bilski test for patent eligible 
subject matter stems from In re Abele , 684 F.2d 902 (CCPA 1982), particularly, the discussion 
surrounding Abele 's claims 5 and 6. The combination of Abele's claims 5 and 6, is presently 
considered an example of a valid transformation, because: 

1) data being transformed (i.e. the "particular article") represents "real world data" (e.g. 
Abele uses X-ray attenuation data); 

2) the "particular article" is transformed into a different state or thing by a non-trivial 
step of the method (e.g. the steps recited in claim 5 of Abele ); and 
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3) the transformed data is depicted as an external representation of a physical object 
(e.g. the transformed data is displayed). 
Instant independent claims 1 and 8 fail to recite data equivalent to a particular article, fail to 
transform the data into a different state or thing, and fail to depict the transformed data as an 
external representation of a physical object. Hence, claims 1-8, 13 and 14 also fail the 
"transformation" prong of the "machine-or-transformation" test. 

For a more detailed explanation of this or other Office policy, Applicants may refer to the 
Office of Patent Legal Administration (OPLA): 

• (571) 272-7701 - General patent examination legal and policy guidance 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or nonobviousness. 

5. Claims 1-3, 5, 8-12 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Lee et al. U.S. Patent No. 6,151,426.in view of Sheng et al. U.S. Patent No. 6,753,982. 
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Regarding claim 1, Lee discloses a method of scanning a document to generate image 
data of the document (Abstract, figs. 3A-3B), the method comprising: 

i. performing a pre-scanning operation at a first predetermined resolution and speed 
according to a scan command until a current scanning area is located in a main-scan area 
(col. 3, lines. 24-40 "windows having tools for adjusting various aspects of the selected 
area, " also, col. 4, lines. 38-60, where Lee 's pre-scan is a "low quality scan " relative to 
the main scan. A "low-quality " scan as disclosed by Lee, necessitates a first 
predetermined speed and resolution relative to Lee's disclosed main scan); and 

ii. performing a main-scanning operation at a second predetermined resolution and speed, 
until the current scanning area is beyond the main-scan area, after the current scanning 
area has been located in the main-scan area (see discussion in claim 1 i. above). 

Lee is presently interpreted as being silent on the limitations of stopping the pre-scanning 
operation when the current scanning area is located in the main-scan area and that the performing 
the main-scanning operation is in response to the stopping the pre-scanning operation . 
However, Sheng teaches a similar image scanning system that utilizes a "pre-scan" operation 
(via edge detection) to determine the size of the document to be scanned in a main-scanning 
operation. When Sheng' s edge detection pre-scanning operation is complete, the main-scan of 
the document is automatically triggered, without user intervention. Insofar as Sheng's edge 
detection pre-scan scan stops when the size of the document to be scanned is determined, the 
edge detection pre-scan can be said to stop when the current scanning are is located in the main- 
scan area, as required by the instant independent claims. 
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Specifically, Sheng is interpreted to teach the limitations of stopping the pre-scanning 
operation when the current scanning area is located in the main-scan area and that the performing 
the main-scanning operation is in response to the stopping the pre-scanning operation (see Sheng 
column 2 line 45 - column 3 line 16, as illustrated in Figs, la and lb where Sheng's edge 
detection pre-scan determines the size of the document being scanned and triggers the main-scan 
operation). 

Thus Lee has set forth the base image scanning device and Sheng has disclosed an 
improvement in the field of the base device suitable for use thereon. The benefits of stopping the 
pre-scanning operation to trigger a main-scan function as taught by Sheng would have been 
readily apparent to the skilled artisan. It would have been obvious to the person having ordinary 
skill and creativity in the image processing arts at the time of the instant application to combine 
the teaching of Lee and Sheng to produce a document scanning method further comprising 
stopping the pre-scanning operation when the current scanning area is located in the main-scan to 
achieve the benefits of avoiding unnecessary scanning operations. 

Regarding claim 2, Lee discloses a method wherein said performing a pre-scanning 
operation comprises sensing a position of a starting portion of the main-scan area in which a 
document is positioned (col. 2, lines 38-42 where Lee 's "initial region of interest" is the starting 
portion of the main-scan area). 

Regarding claim 3, Lee discloses a method wherein said performing a main-scanning 
operation comprises scanning a document sensed during the pre-scanning operation to generate 
image data of the document (col. 4, lines 38-65, where the actual sensed document is scanned, 
thereby generating image data of the document). 
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Regarding claim 5, Lee discloses a method further comprising, if the number of 
documents input is one, ending scanning of the document after said performing a main-scanning 
operation ends (col. 3, lines. 24-40, where Lee ends the scanning operation after end of the first 
document is reached). 

Regarding claim 8, Lee discloses a method of scanning documents, comprising: 

i. placing one or more documents to be scanned within a physical scan axea (fig. 1, item 
114, col. 3, lines 24-40 as well as Fig. 2 items 202, 210, 212, 214 etc. which collectively 
show a pre-scan of one or more documents having been placed on a physical scan area); 

ii. performing a pre-scanning operation until a beginning of one of the documents is sensed 
(col. 2, lines 38-42where Lee 's "initial region of interest" is the beginning of one of the 
first sensed document); 

iii. performing a main-scanning operation until an end of the one of the documents is sensed 
(Lee col. 3, In. 24-40, where the main scan operation is disclosed); and 

iv. repeating said performing a pre-scanning operation and said performing a main-scanning 
operation until a bottom of the physical scan area is reached, thereby scanning the 
physical scan area once (Lee col. 3, In. 24-40, and col. 4, In. 38-65 where the main-scan 
is performed and the end of the document is captured by reaching the end of the physical 
scan area). 

Lee is presently interpreted as being silent on the limitations of stopping the pre-scanning 
operation when the current scanning area is located in the main-scan area and that the performing 
the main-scanning operation is in response to the stopping the pre-scanning operation . 
However, Sheng teaches a similar image scanning system that utilizes a "pre-scan" operation 
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(via edge detection) to determine the size of the document to be scanned in a main-scanning 
operation. When Sheng's edge detection pre-scanning operation is complete, the main-scan of 
the document is automatically triggered, without user intervention. Insofar as Sheng's edge 
detection pre-scan scan stops when the size of the document to be scanned is determined, the 
edge detection pre-scan can be said to stop when the current scanning are is located in the main- 
scan area, as required by the instant independent claims. 

Specifically, Sheng is interpreted to teach the limitations of stopping the pre-scanning 
operation when the current scanning area is located in the main-scan area and that the performing 
the main-scanning operation is in response to the stopping the pre-scanning operation (see Sheng 
column 2 line 45 - column 3 line 16, as illustrated in Figs, la and lb where Sheng's edge 
detection pre-scan determined the size of the document being scanned and triggers the main- 
scan operation). 

Thus Lee has set forth the base image scanning device and Sheng has disclosed an 
improvement in the field of the base device suitable for use thereon. The benefits of stopping the 
pre-scanning operation to trigger a main-scan function as taught by Sheng would have been 
readily apparent to the skilled artisan. It would have been obvious to the person having ordinary 
skill and creativity in the image processing arts at the time of the instant application to combine 
the teaching of Lee and Sheng to produce a document scanning method further comprising 
stopping the pre-scanning operation when the current scanning area is located in the main-scan to 
achieve the benefits of avoiding unnecessary scanning operations. 

Regarding claim 9, Lee discloses a scanner, comprising: 



Application/Control Number: 10/748,657 Page 10 

Art Unit: 2624 

i. a pre-scanning unit performing a pre-scanning operation at a first predetermined 
resolution and speed until a current scanning area is located in a main-scan area (fig 1, 
item 114, also, col. 3, In. 24-40, and col. 4, In. 38-65); and 

ii. a main-scanning unit performing a main-scanning operation at a second predetermined 
resolution and speed, until the current scanning area is beyond the main-scan area, after 
the current scanning area has been located in the main-scan area (fig 1, item 114, also, 
col. 3, In. 24-40). 

Lee is presently interpreted as being silent on the limitations of stopping the pre-scanning 
operation when the current scanning area is located in the main-scan area and that the performing 
the main-scanning operation is in response to the stopping the pre-scanning operation . 
However, Sheng teaches a similar image scanning system that utilizes a "pre-scan" operation 
(via edge detection) to determine the size of the document to be scanned in a main-scanning 
operation. When Sheng's edge detection pre-scanning operation is complete, the main-scan of 
the document is automatically triggered, without user intervention. Insofar as Sheng's edge 
detection pre-scan scan stops when the size of the document to be scanned is determined, the 
edge detection pre-scan can be said to stop when the current scanning are is located in the main- 
scan area, as required by the instant independent claims. 

Specifically, Sheng is interpreted to teach the limitations of stopping the pre-scanning 
operation when the current scanning area is located in the main-scan area and that the performing 
the main-scanning operation is in response to the stopping the pre-scanning operation (see Sheng 
column 2 line 45 - column 3 line 16, as illustrated in Figs, la and lb where Sheng's edge 
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detection pre-scan determined the size of the document being scanned and triggers the main- 
scan operation). 

Thus Lee has set forth the base image scanning device and Sheng has disclosed an 
improvement in the field of the base device suitable for use thereon. The benefits of stopping the 
pre-scanning operation to trigger a main-scan function as taught by Sheng would have been 
readily apparent to the skilled artisan. It would have been obvious to the person having ordinary 
skill and creativity in the image processing arts at the time of the instant application to combine 
the teaching of Lee and Sheng to produce a document scanning method further comprising 
stopping the pre-scanning operation when the current scanning area is located in the main-scan to 
achieve the benefits of avoiding unnecessary scanning operations. 

Regarding claim 10, Lee discloses a scanner wherein the first predetermined resolution 
and speed are set by a user or set depending on characteristics of the scanner (col. 2, In. 27-32, 
also, col. 3, In. 24-40). 

Regarding claim 1 1 , Lee discloses a scanner wherein the speed of the pre-scanning 
operation is greater than the speed of the main-scanning operation (col. 4, In. 38-60, where Lee 's 
pre-scan is a "low quality scan " relative to the main scan. A "low-quality" scan as disclosed by 
Lee, is necessarily slower than Lee 's disclosed main scan). 

Regarding claim 12, Lee discloses a scanner wherein a size of a document to be scanned 
is variable (col. 2, In. 32-37 and Fig. 2 items 212 and 210 which appear to be substantially the 
same size as a business card), and as such the size of the document to be scanned is the same 
size as a business card. 
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Regarding claim 14, Sheng further teaches the method of claim 2 wherein the sensing 
comprises automatically sensing (see Sheng column 2 line 45 - column 3 line 16, as illustrated in 
Figs, la and lb where Sheng 's edge detection pre-scan automatically (without user intervention) 
determines the size of the document being scanned by sensing the edges (starting positions) of 
the document). 

6. Claims 4, 6 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et 
al. U.S. Patent no. 6,15 1,426 in view of Sheng et al. U.S. Patent No. 6,753,982, further in view 
of KaoU.S. Patent No. 6,453,080 Bl. 

Regarding claim 4, Lee and Sheng arc silent on a method further comprising inputting a 
number of documents for which image data are to be generated. However, Kao discloses a 
document scanning method and apparatus where image data are generated for multiple 
documents (see Kao col. 7, In. 22-30, "the efficiency of the inventive method will be more 
remarkable especially when the scanner is scanning multiple documents "). Thus Lee and Sheng 
have set forth the base image scanning device (as indicated re claim 1 supra) and Kao has 
disclosed an improvement in the field of the base device suitable for use thereon. The salient 
benefits of processing multiple documents for which data are to be generated would have been 
readily apparent to a skilled artisan. Therefore, the combined teaching of Lee, Sheng and Kao 
would have rendered obvious utilization of a document scanning method further comprising 
inputting a number of documents for which image data are to be generated. 

Regarding claim 6, Lee and Sheng are silent on a method further comprising, if the 
number of documents input is two or more, sensing a starting portion of a subsequent document 
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after said performing a main-scanning operation ends by repeating said performing a 
pre-scanning operation. Kao discloses a method of sensing a starting portion (Kao, claim 1 a) 
"A method for real-time auto-cropping a scanned image comprising... sequentially reading each 
partial image block from a scanner until a first meaningful image region is found") of a 
subsequent document after said performing a main-scanning operation ends by repeating said 
performing a pre-scanning operation where multiple documents are to be scanned (see Kao col. 
7, In. 22-30, "the efficiency of the inventive method will be more remarkable especially when the 
scanner is scanning multiple documents"). Therefore, the combined teaching of Lee, Sheng and 
Kao would have rendered obvious utilization sensing a starting portion of a subsequent 
document after a main-scanning operation ends by repeating a pre-scanning operation where two 
or more documents are to be scanned. 

Regarding claim 13, Kao further teaches the method of claim 1 wherein the performing 
of the pre-scanning operation comprises performing the pre-scanning operation without 
displaying a scanned area to a user (Kao's scanning system is real-time and automatic (Abstract 
col. 2 line 50 thru col. 3 line 11), thus no user input is required and as such no display of a 
scanned area to a user is required). 

7. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lee et al. U.S. 
6,151,426 in view of Sheng et al. U.S. Patent No. 6,753,982, further in view of Lopez U.S. 
5,596,655. 

Regarding claim 7, Lee and Sheng are silent on a method further comprising wherein said 
performing a pre-scanning operation comprises determining whether white data exist for each 
line of a document to be scanned and counting the number of white lines of the white data. 



Application/Control Number: 10/748,657 Page 14 

Art Unit: 2624 

Lopez discloses an image scanning system comprising determining whether white data exist for 
each line of a document to be scanned and counting the number of white lines of the white data 
(Lopez figs 11 and 12, also, col. 10 lines 48-65). Thus Lee and Sheng have set forth the base 
image scanning device and Lopez has disclosed an improvement in the field of the base device 
suitable for use thereon. The salient benefits of accounting for excess white space during the 
scanning process would have been readily apparent to a skilled artisan. Therefore, the combined 
teaching of Lee, Sheng and Lopez would have rendered obvious utilization sensing a starting 
portion of a subsequent document after a main-scanning operation ends by repeating a 
pre-scanning operation where two or more documents arc to be scanned. 
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Contact 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steve Koziol whose telephone number is (571) 270-1844. The 
examiner can normally be reached on Monday - Friday 9:00 - 5:30 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Samir Ahmed can be reached at (571) 272-7413 . Customer Service can be reached 
at (571) 272-2600. The fax number for the organization where this application or proceeding is 
assigned is (571)273-7332. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Supervisory Patent Examiner, Art Unit 2624 



